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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY iq <;ft to cvdidc o 

THE MAILING DATE OF THIS COMMUiScTton ~ ~ M ° NTH ' S) FR ° M 

' Si - Und8r ^ Pr ° ViSi0nS °' 37 CFR ' 1 36 «' ■» - ~* "~ may a repfy be ^ filed after „ (6) MONTHS from the 

If *l - _i t . 
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tatus 

1 ) K Responsive to communication(s) filed on Aug 28. 2002 



2a) □ This action is FINAL. 2b) K This action is non-final. ' 

Disposition of Claims ' 

4) 5(1 Claim(s) /-25 

■ 's/are pending in the application. 

4a) Of the above, claim (s) 7-7 . . 

■ ■ ■ IS/are withdrawn from consideration 

5) D Claim(s) 

_ ~~ ■ . is/are allowed. 

6) K Claim (s) 8-25 

r-. ~ ■ — is/are rejected. 

7) U Claim(s)_ 

r_, ~ ___ 's/are objected to. 

8) u Claims 

Application Pap^ " " ~ *° reStriCt,0n ^ eleCti0n r equlrement 

9) K The specification is objected to by the Examiner. 

10)D The drawings filed on is/area)D accepte(J „ b)D objected t0 by tne Exgminer 

Apphcant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
l l)U The proposed drawing correction filed on is . a) n a„nr«w»H ™n 

IS - a ' u approved b)U disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f) 
b)D All b)D Some* c)D None of: 

1 • □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No 

3. □ Copies in tnis Nationa| stage 
See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) 
a) □ The translation of the foreign language provisional application has been received 

15) U Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121 
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2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 51 |~l N«t;~ f 1 < 

a °' 5) LJ Notice of informal Patent Application (PTO- 152) 

3) IXJ Information Disclosure Statement(s) (PTO- 1449) Paper No(s>. 4 6 , [J 0ther . 
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DETAILED ACTION 
Specification 

1. The disclosure is objected to because of the following informalities: page 7, line 6 refers to 
a US Patent application; however the serial number is missing. 

Appropriate correction is required. 

Claim Rejections - 35 U.S.C § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 

oh* * t' S UtlS ' ' f * e differenCeS b6tWeen the SubjeCt matter S0 "S ht t0 be P« ™d Ae prior art are 

avll o J S Ubj ?f, ^ ' Wh u° le W ° U,d ^ ^ 0bV, '° US at the time the in - nti0 " ™> ™* to a person 
havng ordinary skill ,n the art to wh.ch said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. s*»vcu oy me 

3. The factual inquiries set forth in Graham v. John Deere Column., 383 U.S. 1, 148 USPQ 
459 (1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 • Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
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commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 8-25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Finlayson et 
al, WO 98/03731 in view of Allen et al., WO 99/05361, both supplied in Information Disclosure 
Statement of paper no. 4. 

Finlayson et al. teach internally sizing paper with a polymer of an ethylenically unsaturated 
hydrocarbon and an ethylenically unsaturated carboxylic acid, see abstract. Finlayson et al. teach 
same monomers as the claimed , alkyl halide having at least double bond and an alkene, latex, see 
pages 7-8. In those pages they teach vinyl halides, page 7, line 34 and ethylene, page 7, line 21. 
Finlayson et al. teach also the use of retention aids such as polyamidoamines epichlorohydrin 
resins, Kymene® 557. In page 14, lines 7-16, Finlayson et al. teach that wet and/or dry strength 
additives could be used. Finlayson et al. fail to teach the anionic polymer as claimed. However, 
Allen et al. teach a dry strength additive including a cationic component, such as Kymene and an 
anionic component such as CMC, polyacrylamides, etc. Allen et al. teach that the dry strength 
system may be also used in paper containing: a retention aid, page 2, lines 4-10; highly cationic 
material for charge control or fine particle retention, lines 11-15; can be used with other additives, 
such as sizes, defoamer, wetting agents, etc., lines 16-17; has utility in many type of papers, lines 
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18-22; may comprise a wet strength agent, such as Kymene® 557H, page 20, lines 14-30. 
Therefore, using the dry strength agent taught by Allen et al. as the dry strength agent as 
suggested by Finlayson et al. would have been obvious to one of ordinary skill in the art. One of 
ordinary skill in the art would have reasonable expectation of success if the dry strength agent 
taught by Allen et al. is used as the dry strength agent suggested by Finlayson et al. 



5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of "Paper enhancements." 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jose Fortuna, whose telephone number is (703)305-7498. The examiner can 
normally be reached on Monday-Friday from 9:30 A.M. to 5:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Steven P. Griffin, can be reached on (703)308-1 164. The fax number for this group is (703)305- ' 



Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-0661 . 

When filing a FAX in group 1730, please indicate in the Header (upper right) "Official" 
for papers that are to be entered into the file, and "Unofficial" for draft documents and other 
communication with the PTO that are not for entry into the file of the application. This will 
expedite processing of your papers. 



Jose A. Fortuna '77" C 
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September 18, 2002 
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